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AMENDMENT UNDER 37 CFR § 1.116 

SIR: 

In response to the Office Action dated February 9, 2001, please enter the following: 




CONDITIONAL PETITION FOR EXTENSION OF TIME 
If entry and consideration of the amendments above requires an extension of time, 
Applicants respectfully request that this be considered a petition therefor. The Commissioner is 
authorized to charge any fee(s) due in this connection to Deposit Account No. 14-1263. 



JORN LEIBER ET AL. 
USSN 08/976,820 

ADDITIONAL FEE 

Please charge any insufficiency of fees, or credit any excess, to Deposit Account No. 14- 

1263. 

REMARKS 

Applicants respectfully request reconsideration and allowance of this application in view 
of the following comments. 

At the outset, Applicants wish to address the showing required under 37 CFR § 1.1 16(a) 
regarding why this amendment is necessary and was not presented earlier. This amendment is 
responsive to new points made for the first time in the final rejection. Since this is the first 
substantive response to the final rejection, this amendment could not have been presented earlier. 
In view of the foregoing, Applicants respectfully request that the Examiner enter and consider 
this amendment. 

The sole issue for consideration is the rejection of claims 20-33 under 35 USC § 103(a) as 
being obvious over Luhmann et al. ("Luhmann"), U.S. Patent No. 5,725,923, in view of Cole, 
U.S. Patent No. 5,622,761. In response, Applicants again submit that the combination of 
references does not make out a prima facie case of obviousness against the present claims. 



2 



JORN LEIBER ET AL. 
USSN 08/976,820 

Therefore, Applicants respectfully request that the Examiner reconsider and withdraw this 
rejection. 

The Examiner says at the bottom of page 3 of the final rejection that the prior art need not 
expressly teach the changes Applicants have made and the test for obviousness is what the 
references as a whole would have suggested to persons skilled in the art. Applicants accept this 
statement of the law, but submit that using this test the cited combination of references clearly 
fails to establish prima facie obviousness. 

As stated in In re Shaffer, 108 USPQ 326, 328-329 (CCPA 1956): 

"It is too well settled for citation that references may be combined 
for the purpose of showing that a claim is unpatentable. However, 
they may not be combined indiscriminately, and to determine 
whether the combination of references is proper, the following 
criterion is often used: namely, whether the prior art suggests doing 
what an applicant has done. * * * [I]t is not enough for a valid 
rejection to view the prior art in retrospect once an applicant's 
disclosure is known. The art applied should be viewed by itself to 
see if it fairly disclosed doing what an applicant has done. 
[Emphasis added.]" 

Main claim 20 expressly provides that the adhesive tape section is designed "as a polygon 
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having a number of sides and the same number of grip tabs. " Main claim 27 expressly provides 
that the adhesive tape section is designed "as a circle" with "the adhesive region occupying a 
central portion of said circle, said grip tab occupying an outer portion of said circle, and said grip 
tab surrounding said adhesive region." 

Applicants submit that the cited combination of references cannot be said fairly to suggest 
these structural features of the instant claims. There is no suggestion-express or implied-in the 
cited combination of references to provide a number of grip tabs equal to the sides of the 
polygon-shaped adhesive or a surrounding grip tab in the case of a circle-shaped adhesive. While 
Applicants believe that Cole relates to a different adhesive technology, and is not properly 
combined with Luhmann, the fact that Cole describes various shapes for the adhesive provides no 
teaching or suggestion as to the number of grip tabs or their shape. Since Luhmann at best 
describes two grip tabs for a rectangular adhesive tape (which is a four-sided polygon, and, 
according to the present invention, should have four grip tabs), Luhmann not only fails to teach 
or suggest the present number of grip tabs or their shape, but, by teaching less than the number 
expressly required by the instant claims, actually teaches away from the present invention. 
Accordingly, it should be clear that the combination of Luhmann and Cole likewise fails to teach 
or suggest the present number of grip tabs or their shape. Since the present claims expressly 
require a specific number of grip tabs or their shape, and this feature of the claims is not taught 
nor suggested by the combination of Luhmann and Cole, the combination of Luhmann and Cole 
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could not have rendered the present claims prima facie obvious to persons skilled in the art at the 
time the present invention was made. 

The situation regarding the number of grip tabs and their shape is summarized in the 
following table: 

Table 



SHAPE 


GRIP TABS (LUHMANN) 


GRIP TABS (INVENTION) 


Triangular 


Silent 


3 


Rectangular 


2 


4 


Pentangular 


Silent 


5 


Hexangular 


Silent 


6 


Circular 


Silent 


Circular 



It should be clear that Luhmann does not teach or suggest the number of grip tabs or their 
shape as is required by the present claims. Cole does not remedy this deficiency as Cole does not 
teach or suggest grip tabs at all! Consequently, the combination of Luhmann and Cole cannot 
teach or suggest the number of grip tabs or their shape as required by the instant claims. 

At the top of page 3 of the final rejection, the Examiner concedes to Applicants 1 previous 
argument that Luhmann teaches grip tabs as being optional, but finds that this does not exclude 
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tabs to be used to one of ordinary skill in the art. However, the fact that Luhmann teaches that 
grip tabs are optional is very important as it reveals a lack of motivation to provide Luhmann's 
adhesives with the two grip tabs expressly taught by Luhmann let alone to modify them to the 
four grip tabs that would be required by the present claims for a rectangular tape like Luhmann's. 
By teaching the grip tabs are optional, and not necessary, Luhmann teaches away from their use, 
and also away from the use of an even greater number of grip tabs as required by the instant 
claims. 

Applicants submit that the cited combination of references does not fairly suggest to 
persons skilled in the art the structural features of the claims as discussed above. Accordingly, 
for this reason alone, Applicants submit that the Examiner would be fully justified to reconsider 
and to withdraw this rejection altogether. 

Applicants also emphasize that method claims 31-33 stand on a separate footing than the 
other claims. Luhmann expressly teaches at column 2, lines 27-30, that the adhesive bond is 
broken by "pulling the object," i.e., the substrate, in the direction of the bond plane. Thus, this is 
completely different from what is required in claims 31-33, namely pulling on at least one of the 
grip tabs of the adhesive tape itself in the direction of the bond plane. While Applicants do not 
believe that the combination of Luhmann and Cole fairly suggests any of the limitations of any of 
the present claims, Applicants submit that the combination of Luhmann and Cole certainly does 
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not suggest the limitations of claims 31-33. Accordingly, even if the rejection is maintained 
against claims 20-30, claims 31-33 should be allowed. 

Applicants believe that the foregoing constitutes a bona fide response to all outstanding 
objections and rejections. 

Applicants also believe that this application is in condition for immediate allowance. 
However, should any issue(s) of a minor nature remain, the Examiner is respectfully requested to 
telephone the undersigned at telephone number (212) 808-0700 so that the issue(s) might be 
promptly resolved. 




220 East 42 nd Street 
30 th Floor 

New York, New York 10017 
Phone: (212) 808-0700 
Fax: (212) 808-0844 
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with the United States Postal Service as first class mail in an envelope 
Hon. Commissioner of Patents, Washington, D.C. 2023l/on>me dattfun 



Date: July 9, 2001 



By. 
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